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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 12 October 2010 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 2 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) ^ Claim(s) 1 and 2 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 
Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the limitation "said locking device is 
loaded to retain the rock drilling machine connected to the coupling sleeve only when said rock 
bolt is disconnected from said coupling sleeve. . ." (lines 9-11 of claim 1) must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Specification 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Every element recited in 
the claims must be described in the written description with reference characters regarding the 
drawings; or those features must be deleted from the claims. The following limitations are not 
described in the written description: 

• "said locking device is loaded to retain the rock drilling machine connected to the 
coupling sleeve only when said rock bolt is disconnected from said coupling 
sleeve..." (lines 9-11 of claim 1) 

Appropriate correction is required without adding new matter. 

Claim Objections 

Claim are objected to because the following limitations are not shown in the drawings or 
described in the written description: 

• "said locking device is loaded to retain the rock drilling machine connected to the 
coupling sleeve only when said rock bolt is disconnected from said coupling 
sleeve. . ." (lines 9-11 of claim 1) 

Appropriate correction is required without adding new matter. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Applicant has not pointed out where the newly added 
limitation "said locking device is loaded to retain the rock drilling machine connected to the 
coupling sleeve only when said rock bolt is disconnected from said coupling sleeve. . ." (lines 9- 
1 1 of claim 1) is supported, nor does there appear to be a written description of the claim 
limitation in the application as filed such that this newly added limitation constitutes new matter. 
Note that applicant's figure 2 (reproduced below) clearly shows the locking device spring pins 
(7) loaded against a taper of the rock drilling machine (2) in a condition when the rock bolt (1) is 
not disconnected from the coupling sleeve (3, 5). In fact even if figure 2 depicted locking device 
(7) to be unloaded (although it appears loaded) there is no structure to prevent the loading of 
device (7) when the machine (2) is removed from the sleeve (3, 5) regardless of whether or not 
rock bolt (1) is connected or disconnected. 




Fiq. £ 
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Note that MPEP §2173.05(i) clearly states that "Any negative limitation or exclusionary 
proviso must have basis in the original disclosure" and while it is true that "if alternative 
elements are positively recited in the specification, they may be explicitly excluded in the 
claims. . . The mere absence of a positive recitation is not basis for exclusion. Any claim 
containing a negative limitation which does not have basis in the original disclosure should be 
rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the written description 
requirement". 

The examiner notes that the last paragraph on p. 2 of applicant's original written 
description states "During drilling the locking device 7 is unloaded. After drilling the rock bolt 1 
is to be separated from the coupling sleeve and left in the rock. Hereby the rock drilling machine 
is rotated for loosening of the thread connection." However a positive statement that the locking 
device is not loaded during drilling does not provide antecedent basis for a negative limitation 
"loaded. . . only when said rock bolt is disconnected" since applicant locking device (7) can 
clearly be loaded during removal of machine (2) regardless of whether or not bolt (1) is 
connected or disconnected. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 and 2 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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It is unclear how "said locking device is loaded to retain the rock drilling machine 
connected to the coupling sleeve only when said rock bolt is disconnected from said coupling 
sleeve. . ." (lines 9-11 of claim 1). Particularly, what structure would prevent loading of locking 
device (7) when rock drilling machine (2) is removed from sleeve (5, 3) while rock bolt (1) 
remains connected to sleeve (5, 3)? Does applicant mean for the limitation as merely one 
possible intended use rather than a structurally limiting feature of the product? See applicant's 
figure 2 below. 




Fig. & 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Arvidsson 



WO 02/057591 in view of Sanderson USPN 1994792. 
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The Board of Appeals rational for obviousness is maintained by the examiner (see pp. 7-9 
of the Board Decision mailed 8/2/2010). 

The Board of Appeals has found that "Arvidsson further describes that percussion energy 
is transmitted from the drilling machine [2] to the bolt [1] during a percussion operation when 
the clamping means [81 is unloaded " (emphasis added) (see first paragraph of p. 8 of Board 
Decicion mailed 8/2/2010). Accordingly, Arvidsson discloses applicant's newly added negative 
limitation in as much as applicant's original written description provides antecedent basis 
therefor (see 35 U.S.C. 1 12 1 st paragraph rejection above). 

Furthermore note that applicant claims no specific structure to effect "loaded... only when 
said rock bolt is disconnected" such that the limitation is taken to be, at best, a mere functional 
intended use. Accordingly, the prior art structure suggested by Arvidsson and Sanderson must 
be presumed to be inherently capable of such function in accordance with MPEP 21 12.01 and 
2114 and case law as follows: 

• MPEP §21 12.01 (I) states "When the structure recited in the reference is 
substantially identical to that of the claims , claimed properties or functions are 
presumed to be inherent. . . [and] a prima facie case of either anticipation or 
obviousness has been established" (emphasis added); 

• MPEP §2114 states "Apparatus claims must be structurally distinguishable from the 
prior art. . . [and the] Manner of operating the device does not differentiate apparatus 
claim from the prior art. . . [and a] claim containing a 'recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from the prior art apparatus' if the prior art 
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apparatus teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647 (Bd. Pat. App. & Inter. 1987)" (emphasis in original). 

• "Where, as here, the claimed and prior art products are identical or substantially 
identical, or are produced by identical or substantially identical processes, the PTO 
can require an applicant to prove that the prior art products do not necessarily or 
inherently possess the characteristics of his claimed product. See In re Ludke, supra. 
Whether the rejection is based on 'Inherency' under 35 USC 102, on 'prima facie 
obviousness' under 35 USC 103, jointly or alternatively, the burden of proof is the 
same, and its fairness is evidenced by the PTO's inability to manufacture products or 
to obtain and compare prior art products. See In re Brown, 59 CCPA 1036, 459 F.2d 
531, 173 USPQ 685 (1972)" (emphasis added) In re Best, 562 F.2d 1252, 1255, 195 
USPQ 430, 433-34 (CCPA 1977); 

• "Apparatus must be distinguished from the prior art in terms of structure rather than 
function." In re Schreiber, 128 F.3d 1473, 1477-78 44 USPQ2d 1429, 1431-32 
(Fed.Cir.1997) 

• "Apparatus claims cover what a device is, not what a device does." See Hewlett- 
Packard Co. v. Bausch & Long Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990) 

• "[I]t is elementary that the mere recitation of a newly discovered function or property, 
inherently possessed by things in the prior art, does not cause a claim drawn to those 
things to distinguish over the prior art. Additionally, where the Patent Office has 
reason to believe that a functional limitation asserted to be critical for establishing 



Application/Control Number: 10/539,148 Page 9 

Art Unit: 3679 

novelty in the claimed subject matter may, in fact, be an inherent characteristic of the 
prior art, it possesses the authority to require the applicant to prove that the subject 
matter shown to be in the prior art does not possess the characteristic relied on." 
(emphasis added) In re Swinehart, 58 CCPA -, -F.2d --, 169 USPQ 226 (1971), and 
In reLudtke, 44\ F.2d 660, 664, 169 USPQ 563, 566 (CCPA 1971); 

• "[I]t is the patentability of the product claimed and not of the recited process steps 
which must be established. We are therefore of the opinion that when the prior art 
discloses a product which reasonably appears to be either identical with or only 
slightly different than a product claimed in a product-by-process claim, a rejection 
based alternatively on either section 102 or section 103 of the statute is eminently fair 
and acceptable. As a practical matter, the Patent Office is not equipped to 
manufacture products by the myriad of processes put before it and then obtain prior 
art products and make physical comparisons therewith." (emphasis added) In re 
Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); 

• "Contrary to appellant's reasoning, after the PTO establishes a prima facie case of 
anticipation based on inherency, the burden shifts to appellant to prove that the 
subject matter shown to be in the prior art does not posses the characteristic relied 
on. . . Here, appellant's burden before the board was to prove that Donley's structure 
does not perform the so-called method defined in the claims when placed in ambient 
light. Appellant did not satisfy that burden, it did not suffice merely to assert that 
Donley does not inherently achieve enhanced color through interference effects, 
challenging the PTO to prove the contrary by experiment or otherwise. The PTO is 
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not equipped to perform such tasks." In re King, 801 F.2d 1324, 1327, 231 USPQ 
136, 138 (Fed. Cir. 1986); 

• "Spada was reasonably required to show that his polymer compositions are different 
from those described by Smith. This burden was not met by simply including the 
assertedly different properties in the claims. When the claimed compositions are not 
novel they are not rendered patentable by recitation of properties, whether or not 
these properties are shown or suggested in the prior art." In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

• MPEP §716.01(c )(II) states "The arguments of counsel cannot take the place of 
evidence in the record. In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 
1965)." 

Conclusion 

Applicant's amendment (i.e., the newly added limitation "only" in line 1 1 of claim 1, and 
the addition of claim 2) necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor MacArthur whose telephone number is (571) 272-7085. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on (571 ) 272-7087. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 

system, see http: ... j .uspto.gov . Should you have questions on access to the Private 

PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 



November 6, 2010 



/Victor MacArthur/ 
Primary Examiner, Art Unit 3679 



